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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-4, 7-11, 14-17 and 20 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Paizis (US PAT 6,338,042 BP . 

Re Claim 1: Paizis discloses a method and apparatus for integrating 

competency measures in compensation decisions comprising 

• Receiving planning factor data from a user, the planning factor data 
(employee data from performance evaluations including competency and 
contributions) corresponding to one or more employees and the planning 
factor data including compensation planning data (Figures 5A, 5B and 5C, 
Column 5, lines 34-48); 

• Storing the planning factor data in employee profile data areas (Ref 502), 
wherein each employee profile data area corresponds to one of the 
employees (Figures 5A, 5B and 5C); 

• Retrieving actual employment data for each of the employees, the actual 
employment data (current salary and names of employees) including 
employee contribution data and actual compensation (Ref 502; Column 9, 
lines 17-25) and 
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• Analyzing the compensation planning data corresponding to one or more 
employees using the contribution data corresponding to one or more 
employees (Column 9, lines 53-62 and Column 10, lines 15-30) 

• Selecting one of the employees from the group (Ref 402) 

• revising compensation planning data corresponding to the selected 
employee (Column 10 lines 15-30) 

Paizis does not explicitly disclose the method comprising selecting a group of 
employees; calculating an aggregate compensation for the group; retrieving budget data 
corresponding to the group and determining a variance between the aggregate 
compensation and the budget data, calculating a second aggregate compensation for 
the group and determining a second variance between the second aggregate 
compensation and the budget data. However these steps could easily be performed 
using the current system and furthermore would have been obvious to anyone skilled in 
the ordinary art at the time of invention. Figures 5B and 5C clearly show the 
compensation for a group of individuals. Individual entries could be grouped together 
and aggregated for a variety of reasons, most notably to determine the overall salary 
compensation for a particular unit or for a particular project. One would simply select all 
the individuals in that unit or project and add their compensations together. 

Comparing the budget data (Ref 414) corresponding to the group to the 
aggregate compensation would also be obvious to any competent business manager so 
they can determine if a particular project is operating efficiently. If for instance the 
aggregate compensation for the employees assigned to a project exceeds the budget 
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allotted for that project the employer would want to know this information in order to 
make adjustments (i.e. move individuals from this project to a different one or reprimand 
workers for not meeting expectations). At the same time if the project is going well and 
is under budget the manager may recommend increased compensation to the 
employees for their superior work. 

Furthermore the manager would want to compare the new compensation 
information to the current budget so that future plans relating to expenditures can be 
made. If the compensation information is not updated correctly then all of the budget 
information will be invalid which would adversely affect future decisions regarding the 
project. 

Re Claim 2: Paizis further discloses the method of 

• Identifying high contributing employees by analyzing employee 
performance data included in an employee profile data area 
corresponding to each employee (Ref 524, Column 9 lines 57-60) 

• Determining whether the planning factor data corresponding to the high 
contributing employees is accurate (Column 9 line 63- Column 10 line 3); 

• Revising the planning factor data in response to the determination 
(Column 9 line 63-Column 10 line 3; "revised rankings") 

Re Claim 3: Paizis further discloses the method of 

• Identifying an employee classification corresponding to one of the 
employees (Column 6 line 57- Column 7 line 8 and Column 10, lines 8-10) 
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• Retrieving benchmark compensation data from a nonvolatile storage 
device corresponding to the identified employee classification (See 
Column 10, lines 8-10 and Column 6, lines 48-56 and Ref 110) 

• Comparing the retrieved benchmark compensation with actual 
compensation data corresponding to the employee (Column 7 line 9-15 
and Column 10, lines 15-30 and lines 64-67) 

Re Claim 4: Paizis further discloses the method wherein the benchmark 
compensation data is selected from a group consisting of regional compensation data 
and organizational compensation data (See Column 10, lines 8-10 and 64-67 and 
Column 6, lines 48-56). 

Re Claim 7: Paizis further discloses the method wherein the compensation 
planning data includes one or more from the group consisting of a salary amount, a 
stock option amount, and an award amount (Column 5, lines 34-37) 

Re Claims 8-11: Further information handling system would have been obvious 
to perform previously rejected method claims 1-4 respectively and are therefore rejected 
using the same art and rationale. 

Re Claims 14-17 and 20: Further computer program product would have been obvious 
to perform previously rejected method claims 1-4 and 7 respectively and are therefore 
rejected using the same art and rationale. 

Response to Arguments 
Applicant's arguments filed 1/30/2006 have been fully considered but they are 
not persuasive. 
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Applicant has argued that the examiner has not established a prima facie case of 
obviousness because the reference does not teach or suggest all the limitations of the 
claimed invention. The examiner however still believes that that the Paizis reference, in 
combination with the knowledge generally available to one of ordinary skill in the art 
provides more that enough motivation to combine. While it is true parts of the Paizis 
reference deal with individual employees as stated by the applicant there is also 
numerous examples of these individuals being grouped (see abstract and FIGS 5A-5C). 
Furthermore, simply grouping a set of individuals and performing a variety of 
mathematical calculations on said group (calculating an aggregate, determining a 
variance, recalculating after adjustments) is well within the range of anyone of ordinary 
skill. These procedures have been done for years in spreadsheet software programs 
and the examiner believes are not novel or inventive. The motivation for performing 
these steps, as previously noted in the rejection could include, but are not limited to, 
determining the overall salary compensation for a particular unit or for a particular 
project, or comparing the overall increase in compensation for employees in a similar 
position. These types of financial issues always loom over any project and given a set 
of data, any person of ordinary skill would find it fit to manipulate the data in a manner to 
which it can be further interpreted. The previous rejections are therefore maintained. 

As to applicants further contention that the references do not show such steps as 
"selecting one of the employees from the group," and "revising compensation planning 
data corresponding to the selected employee, (Remarks, bottom of page 13)" the 
examiner believes that the reference not only suggests these limitations but explicitly 
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teaches the limitations (Column 10, lines 15-30). The previous rejections are therefore 
maintained. 

In response to applicants argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 

Conclusion 

THIS ACTION IS MADE FINAL Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Timothy M. Harbeck whose telephone number is 571- 
272-8123. The examiner can normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hyung S. Sough can be reached on 571-272-6799. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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